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DETAILED ACTION 
Status of Action 

Receipt of Amendments/Remarks filed on 06/22/2009 is acknowledged. Claims 
2, 13-14 are pending in the application. Claims 1, 3-12 have been cancelled; claim 2, 13 
have been amended; new claim 14 is added. 

Receipt of Information Disclosure Statement filed on 06/22/2009 is 
acknowledged. It has been considered and placed in the file. 

Upon further consideration, Applicants' amendments necessitated the new 
grounds of rejection presented in this Office Action. Accordingly, this action is made 
FINAL . 

Status of Claims 

Accordingly, claims 2, 13-14 are presented for examination on the merits for 
patentability. 

Rejection(s) not reiterated from the previous Office Action are hereby withdrawn. 
The following rejections are either reiterated or newly applied. They constitute the 
complete set of rejections presently being applied to the instant application. 

New Ground of Rejection 

Claim Rejection - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable am poison skilled in the art to which it 
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pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Scope of Enablement of the Invention 

Claims 2, 13-14 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claims 2, 13-14 while being enabling for a composition comprises a mixture of 
active compounds: thiodicarb and imidacloprid, the mixture does not reasonably provide 
enablement for synergistic activity. The specification does not enable any person skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and use 
the invention commensurate in scope with these claims. 

An analysis of whether the scope of a particular claim(s) is actually supported by 
the disclosure in a patent application requires a determination of whether the disclosure, 
at the time of filing, contained sufficient information regarding the subject matter of the 
claim at issue so as to enable one skilled in the pertained art to use the claimed invention 
without undue experimentation. In re Wands, 8 USPQ 2d 140 (Fed. Cir. 1988). 
Therefore, the test of enablement is not whether experimentation is necessary, but rather, 
if experimentation is in fact necessary, whether it is reasonably considered to be undue. 
In re Angstadt, 190 USPQ 214, 219 (CCPA 1976). Determining the issue of enablement 
with respect to a claim is a question of law based on underlying factual findings. In re 
Vaeck, 20 USPQ 2d, 1444 (Fed. Cir. 1991). More particularly, there are many factors to 
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be considered in determining whether there is sufficient evidence to support a 
determination that a disclosure does not satisfy the enablement requirement of 35 U.S.C. 
§ 112, first paragraph, and whether any necessary experimentation is reasonably 
considered to be "undue". See In re Wands at page 1404. MPEP § 2164.01(a). The 
court in In re Wands set forth the following factors to be considered, which included, 
without limitation, the: 1). scope or breadth of the claims; 2). nature of the invention; 3). 
relative level of skill possessed by one of ordinary skill in the art; 4). state of, or the 
amount of knowledge in, the prior art; 5). level or degree of predictability, or a lack 
thereof, in the art; 6). amount of guidance or direction provided by the inventor; 7). 
presence or absence of working examples; and 8). quantity of experimentation required to 
make and use the claimed invention based upon the content of the supporting disclosure. 
When the above factors are weighed, it is the examiner's position that one skilled in the 
art could not practice the invention without undue experimentation. 

Nature of the Invention: 

The nature of the invention is a composition comprises a mixture of thiodicarb 
and imidacloprid, when presents in weight ratio ranging between 100:1 and 1:50 would 
produce synergistic activity for controlling animal pests. 

Scope or breadth of the claims : 

The claims are broader in scope than the enabling disclosure. The instant 
specification provides only one testing data of the claimed mixture (thiodicarb and 
imidacloprid at page 36) in a weight ratio of 25:1, but Applicant is purporting to claim 
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the composition would produce synergistic effect for controlling animal pests when they 
are present in a wide range of weight ratio between 100:1 and 1:50. 

Amount of guidance or direction provided by the inventor: 

The instant specification (Table B, page 36) provides the result of Phaedon 
cochleariae Larvae Test for the claimed mixture (thiodicarb and imidacloprid), in which 
it shows when thiodicarb (concentration of 100 p.p.m.) and imidacloprid (concentration 
of 4 p.p.m.) acts alone , each resulted in 45 % of kill rate; and when thiodicarb and 
imidacloprid is combined (25:1), its combined killing effect was 80 %. However, the 
combined killing effect as disclosed, in fact, provides the evidence of an additive killing 
effect (based on the sum of 45 % killing rate from each compound set forth above) rather 
than a synergistic killing effect (see Specification: page 36): 



Active: 


Concentration 


Calc. kill rate 


Det. kill rate 




(p.p.m.) 


(%) 


(%) 


Thiodicarb 


100 


45 




Imidacloprid 


4 


45 




Mixture: 


100 + 4 


69.75 


80. 


thiodicarb + imidacloprid 


(25:1) 







In addition, the specification only performs the testing on Phaedon cochleariae 
(mustard leaf beetle), but is silent whether the claimed mixture is effective for controlling 
other types of animal pests or not. 



Application/Control Number: 1 0/5 82,134 Page 6 

Art Unit: 1616 

Presence or absence of working examples, and level or degree of predictability in the art: 

The specification only provides a single testing data (weight ratio of 25:1) for the 
claimed mixture (thiodicarb and imidacloprid), but does not provide any additional result 
for other weight ratio that falls within the synergistic ranges of 100: 1 to 1 :50, as claimed. 

It is well established proposition of patent law that no invention resides in 
combining old ingredients of known properties where the results obtained thereby are no 
more than the additive effect of the ingredients, In re Sussman, 1943 CD. 518. Applicant 
invention is predicated on an unexpected result, which typically involves synergism, an 
unpredictable phenomenon, highly dependent upon specific proportions and/or amounts 
of particular ingredients. Any mixture of the components embraced by the claim(s) 
which does not exhibit an unexpected result (e.g., synergism) is therefore ipso facto 
unpatentable. 

In conclusion, it is readily apparent from the aforementioned disclosure, in 
conjunction with a corresponding lack of unexpected synergistic effects observed from 
the claimed thiodicarb and imidacloprid mixture between the weight ratio 100:1 to 1:50; 
the working embodiments regarding the composition, for controlling animal pests, 
comprises a synergistically effective mixture of thiodicarb and imidacloprid in weight 
ratio between 100:1 and 1:50, is therefore not enabled. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the difference* between the subject nutter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinal') skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in w hich the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S. C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 2, 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Treacy et al. (EP 1198170 Bl) in view of Uhr et al. (U. S. Patent No. 6,828,275). 

Applicants Claim 

Applicants claim a composition comprising a synergistically effective mixture of 
thiodicarb and imidacloprid, and optionally extenders and/or surfactants, wherein the 
weight ratio of the thiodicarb to imidacloprid is between 100:1 and 1 :50. Applicants also 
claim a method of controlling animal pests by applying said composition to an area be rid 
of said pests. 

Determination of the scope and content of the prior art 
(MPEP 2141.01) 

Treacy et al. teach an insecticidal composition comprising a neuronal sodium 
channel antagonist and one or more second active compounds selected from the group, 
i.e. carbamates and acetylcholine receptor ligands in synergistically active amounts; 
wherein the carbamate can be thiodicarb and the acetylcholine receptor ligand compound 
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can be imidacloprid, and optionally with other customary formulation adjuvants (page 2: 
[0004]; page 4: [0017], [0021], line 5). 

Treacy et al. also teach that the insecticidal composition has superior insecticidal 
property and is especially useful for the control of agro-horticultural pests. The 
composition can be applied to the plant and plant parts, or to the insect habitat, or to the 
locus of hygienic pest, in which the ratio of the active insecticides set forth above is about 
1 part of the neuronal sodium channel antagonist to about 0.01-100 parts of the one or 
more second active compounds (e.g. thiodicarb and imidacloprid) by weight. Such 
combination is highly effective for the protection of growing and harvested plants from 
ravages of insects (page 4: [0023-0025]). 

Ascertainment of the difference between the prior art and the claims 
(MPEP 2141.02) 

(1) Treacy et al. do not exemplify the amount of thiodicarb and imidacloprid, as 
claimed. 

(2) Treacy et al. also do not explicitly teach the composition comprising extenders 
and/or surfactants, as claimed. However, this deficiency is cured by Uhr et al. 

Uhr et al. teach a method for the protection of wood against insecticidal attack 
comprising the step of applying a synergistically effective of a mixture of insecticides, 
i.e. fipronil, thiodicarb and/or imidacloprid (column 10, lines 3-4, 38, 40). Uhr et al. also 
teach that the insecticidal combination can provide synergistic insecticidal activity 
against wood-destroying and wood-discoloring fungi, as well as additional synergistic 
effects or synergisms against attack by insects (column 9, line 64 to column 10, line 2). 
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Uhr et al. further teach that when preparing the formulation, additional 
ingredients, i.e. extenders, surfactants like emulsifiers, can be included (column 15, lines 
59-65). 

Finding of prima facie obviousness Rational and Motivation 
(MPEP 2142-2143) 

It would have been obvious to a person of ordinary skilled in the art at the time 
the invention was made to combine the teachings of Treacy et al. with Uhr et al. to arrive 
at the instant invention. 

One of ordinary skill would have been motivated to choose the desirable 
insecticide combination, i.e. thiodicarb and imidacloprid, and then adjusts the appropriate 
ratio of their amounts to its desirable level for controlling animal pests, depending on the 
type of pest one wishes to attain, as suggested by Treacy et al. 

One of ordinary skill also would have been motivated to further incorporate 
optional ingredients, i.e. extenders or surfactants, into the composition, dependent on the 
formulations one wishes to attain, as suggested by Uhr et al. 

From the teaching of the references, one of ordinary skill in the art would have 
had a reasonable expectation of success in producing the claimed invention. The 
invention, as a whole, would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made. 

Conclusion 



No claims are allowed. 
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Applicants' amendments necessitated the new ground of rejection presented in 
this Office Action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Contact Information 

Any inquiry concerning this communication from the Examiner should direct to 
Helen Mei-Ping Chui whose telephone number is 571-272-9078. The examiner can 
normally be reached on Monday-Thursday (7:30 am - 5:00 pm). If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor Johann Richter can be 
reached on 571-272-0646. The fax phone number for the organization where the 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either PRIVATE PAIR or PUBLIC PAIR. 
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Status information for unpublished applications is available through PRIVATE PAIR 
only. For more information about the PAIR system, see http ://pair-direct.uspto . gov . 
Should you have questions on access to the PRIVATE PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/H. CI 

Examiner, Art Unit 1616 



/Mina Haghighatian/ 
Primary Examiner, Art Unit 1616 



